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« The latter half of the Patent Office Session will address “Trademark Non-Use
Cancellation Proceedings”.
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- Part 1 “General Questions” will introduce and compare the laws and systems across
jurisdictions, focusing on differences in the types of proceedings available, how the
same type of proceeding operates in practice, what constitutes trademark use, how
such use is proved, and the requirements concerning the identity of the mark used
and the entity using it.
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- Part 2 “Case Studies” will compare how these systems operate in practice across
jurisdictions through case studies involving different scenarios: trademark use on the
internet; use by various entities, including parent companies, subsidiaries, lower-tier
subsidiaries, and sales companies; and use on product components and intermediate
materials.
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I Appropriate Use of the Three Procedures in the United States (U.S.)
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The
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In the United States, procedures for expungement and
reexamination were introduced in addition to the
conventional cancellation procedures. Please explain the
purposes behind the introduction of these procedures,
principal advantages to users in terms of cost and
procedure, how users choose among the three
procedures, and their current usage. (U.S.)
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| Genuine use of trademarks (EU)
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Question \yhat constitutes genuine use in Europe? Please explain

the basic criteria.

@ In this connection, if possible, please also address the
following points: (1) where the evidence submitted to
establish use consists of a written statement or affidavit,
please explain its evidentiary value and any particular
points that should be taken into account when seeking to
establish use; and (2) where the use to be established
concerns use on the internet, please explain any

particular points that should be taken into account. (EU)
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I The Petitioner’s Burden of Proving Non-Use (U.S.)
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The
Question

q At the TTAB (Cancellation)of the USPTO, what types of
materials does a petitioner ordinarily submit to prove

non-use? Please also share any practical considerations
concerning evidence gathering and presentation of
evidence. (US)
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Sales by Non-Licensee Distributors and Sales of Inventory
and Used Goods (EU, Japan, and U.S.)
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The
Question

not licensees of the trademark owner, transactions in
inventory in distribution channels, and sales of used
goods assessed as use by or on behalf of the trademark
owner? (EU, JP, US)

c, How are sales of genuine goods by distributors that are
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| How to Address Fabricated Evidence (EU,JP,US)
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The
Question

4
How does your country or region address alteration or
Q fabrication/forgery of evidence of use in the digital age?
Please explain methods used to verify authenticity of
evidence and the preservation methods recommended in

practice. (EU, JP, US)
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I Submission of New Evidence in Appeal Phase
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The
Question

| I How is evidence of trademark use, that was not submitted
in the first-instance proceedings, treated if it is
subsequently submitted on appeal? (EU, JP, US)
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I Identity Between the Trademark as Registered and as Used
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What criteria are applied to determine whether a
registered trademark is identical to a trademark actually
used? (EU, JP, US)

Please explain, based on judicial precedents or legal
practice, how such cases are handled, particularly when
there are differences in typeface, capitalization, color, or
two-line formatting, or when only the feature of the used
trademark is extracted.
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| Entity Using a Trademark (Other Than Trademark Owner)
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The
Question

Il . . .
What facts and evidence are required to recognize use of

a registered trademark by a person other than
owner/holder of the trademark (such as a non-exclusive
trademark licensee, an affiliated company, or other
person) as use of a registered trademark? (EU, JP, US)
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The
Question

©

9. BR(HAMAERA. XX . token use
“last-minute use” or “token use”
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Are there any issues concerning “last-minute use” or
“token use” in non-use cancellation proceedings in your
jurisdiction? If there are, please explain how they are
handled and the applicable criteria. (EU, JP, US)
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10. B
| Abusive requests for non-use cancellation trial
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The
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How are abusive requests for cancellation/revocation
based on non-use viewed in your jurisdiction, and what

systemic or practical measures are taken in response?
(EU, JP, US)
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| Case Study 1

& Summary of the Case
“Rail Transportation Services Provided Outside the
Jurisdiction (Outside EU, JP and US)”

[The Details and the Question]:

The registered trademark is “RAPITRAIN”. The designated
service fall under Class 39: “transport of passengers by rail.”
The holder/owner of the trademark is a foreign corporation
(for example a Thai company).

For the past three years, the registered trademark has been
displayed and tickets sold on an website, that includes both
Japanese and English versions of its pages, hosted on a server
outside your country or territory. Consumers in EU, Japan, and
the United States were able to reserve and purchase tickets
through the website. Extracts from the website, including
shopping-cart and payment pages, and records of sales to
consumers in EU, Japan and the United States have been
submitted as evidence of use. Would it constitute “use of the
registered trademark”?

=

RAPITRAIN

Rail services outside
EU/ JP / US

g

=

English-language website
Foreign server

Online booking & payment

L)

[ ]
202

Consumers in EU / JP / US

Tickets purchased online

The hypothetical case is an original case created by the organizer and is not based on any existing trademark registration.
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Case Study 1: An example of a transaction for booking a rail transport service from outside EU, JP and US
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Users in EU, Japan, and the United States book and purchase tickets online.

H7 / Japan

Eﬂ:\l\l / EU

a2 —4H%— / Users

a2 —4%— / Users

kE / United States
—
a—H%—/Users RAPITRAIN
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Rail services in Thailand
KED : F 74 TOFH - BA / Arrows: online booking and purchase
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| Case Study 2

& Summary of the Case
“Use by Parent Company, Subsidiary, Sub-
Subsidiary, Distributor, and Third Party”

[The Details and the Question]:
The registered trademark is “KIRIKA,” the designated goods
fall under Class 21: “tableware,” and the registered owner is
Corporation A incorporated in Japan, the United States, or
Germany.
The entities actually engaged in wholesale sales of the goods
are: (1) subsidiary B1, (2) B2, a Singapore subsidiary of A’s
Thai subsidiary (i.e. a sub-subsidiary of Corporation A), and
(3) distributor C in EU, Japan or the United States. Retail sales
are made by retailer D, which has no direct relationship with
the registered owner.
Although “KIRIKA” is affixed to the goods, there is no explicit
trademark license agreement between any of A, B1, B2, C, or
D. The goods sold by retailer D are genuine goods purchased
from either (1), (2), or (3).

Would it constitute “use of the registered trademark”?

RT3
iy Owner A
FER 33

@ KIRIKA

Who uses the mark?

o Bl Subsidiary
REE SR
FEE A3

EeR 3 B2 Sub-subsidiary
(Singapore)

C Distributor

Wholesale sales

Genuine

goods ‘

@ Retailer D
i Retail sales

No explicit trademark
license agreement
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The hypothetical case is an original case created by the organizer and is not based on any existing trademark registration.




2IfSRE2 + Case Study 2
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No explicit trademark license agreement between A, B1, B2, C or D.

DAERFES 2 DIEB1 - B2 - CoWgT hunh HiEANTEIES / D sells genuine goods sourced from B1, B2 or C.

The hypothetical case is an original case created by the organizer and is not based on any existing trademark registration.
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| Case Study 3

& Summary of the Case
“Use of the Registered Trademark on Components
and Intermediate Materials”

[The Details and the Question]:
The registered trademark is “MIACROSEAL.” The designated
goods fall under Class 17: “industrial sealing materials.”

The trademark is not displayed on the components
themselves and is displayed only on the outer cartons used for
delivery and in technical specifications. The sole recipient of
the delivery is a single finished-product manufacturer, and
general consumers do not see the trademark.

For B2B intermediate materials, would the EUIPO, JPO and
USPTO recognize use based on display of the trademark on
outer cartons, specifications, or delivery documents? Is it a
disadvantage that the trademark is not visible to the end
consumers?

MACROSEAL

Mark on cartons
& specifications only

B2B l

%

One finished-product
manufacturer

4

End consumers
®
202
Do not see

the mark
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The hypothetical case is an original case created by the organizer and is not based on any existing trademark registration.
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Case Study A: An Example of Supplying Sealing Materials to a Finished Product Manufacturer
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Sealing material supplier
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Finished window sash manufacturer
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Sealing materials used in window sash

MACROSEAL
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No mark on the components themselves

Mark on outer cartons and technical specifications . .
The mark is not visible to end consumers
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