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| Outline of the Panel Discussion

[Panel Discussion Objectives])

Through the panel discussion, we aim to compare how the same pre-filin
activities, such as sales under confidentiality obligations, provision to thir
parties without confidentiality obligations, and public demonstrations at
exhibitions are evaluated in relation to novelty of the invention in different
Jurlsd|ct|r(])ns and to highlight the similarities and differences in their
approaches.

@nel Discussion@ @nel Discussion®@
Introduce the statutory frameworks, Compare practices in different
assessment criteria, and key jurisdictions for determining public
decisions concerning public use prior use prior art through hypothetical
art cases

Disclaimer: Views expressed are those of the individual speakers and
do not necessarily reflect those of their respective organizations.
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Requirements for Public Use Prior Art and Related Judicial
I Decisions (Europe)

Require
ments

Related
judicial
decisions

Article 54 Novelty

(1)An invention shall be considered to be new if it does not form part of the state of the art.

(2)The state of the art shall be held to comprise everything made available to the public by means of
a written or oral description, by use, or in any other way, before the date of filing of the European
patent application.

(3) ~(5) (omitted)

(D Whether the product or invention has been made available to the public [T 84/83.T 194/86.T 232/89.T
602/91 T1847/12]
Whether a person not bound by a confidentiality obligation was able to gain access
. It is not necessary to establish that a third party actually became aware of the information
An implied duty of confidentiality is determined based on the relationship between the parties and the
circumstances of the transaction

@ Was public performance specifically alleged and proven? [T 600/90.T 78/90.T 522/94.T 927/98.T
805/05]
. Specify the time, subject, circumstances, and the other party involved in the use
Evaluate the credibility and consistency of the evidence
. T 522/94 and T 927/98 are decisions specifically concerning the legality of oppositions and the
requirement for specific grounds

3 Were you able to obtain technical information from the product? [T 461/88.G 1/92.T 952/92]

. Whether a person skilled in the art could have recognized the product’ s composition, internal structure,
etc.

. The possibility of obtaining direct and clear information using known analytical techniques
The motivation for the analysis and the fact that the analysis was actually performed are not required

@ Whether a marketed product itself forms part of the state of the art [G 1/23]
A marketed product shall not be excluded from the state of the art solely because its composition or
internal structure could not be analysed and reproduced by the skilled person.
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Requirements for Public Use Prior Art and Related
I Judicial Decisions (Japan)

Require
ments

Related
judicial
decisions

Article 29(1)A person that invents an invention with industrial applicability may obtain a patent for
that invention, unless the invention is as follows:

(i)an invention that is public knowledge within Japan or in a foreign country prior to the filing of the
patent application;

(ii)an invention that is publicly known to be worked within Japan or in a foreign country prior to the
filing of the patent application; or

(iii) (omitted)

2 (omitted)

The term “publicly worked” as defined in Article 29, Paragraph 1, Item 2 of the Patent Act refers to the
working of an invention under a situation where the content of the invention is accessible to an
unspecified number of peoplex. Numerous judicial precedents have held that this constitutes public
practice not only when a product is sold to an unspecified number of people and a person skilled in the
art can ascertain the content of the invention simply by observing the product from the outside, but also
when, even if the content cannot be ascertained from the outside, a person skilled in the art can

ascertain it by disassembling or analyzing the product using ordinary methods. [“Rod-Shaped Light” Case ( 2015

(Gyo-Ke) 10069, Intellectual Property High Court); “Graphite-Based Carbon Materials” Case ( 2019(Wa) 7038 and 9618, Tokyo District
Court), etc.]

* The term “publicly” means that an invention has become accessible to the public. Accordingly, it signifies that the
invention had entered the public domain. ... The term does not necessarily imply that the invention is known to a large
number of persons. Even if only a very limited number of persons are aware of the invention, it may nevertheless be

considered publicly known, so long as those persons are not bound by any duty of confidentiality.
[Article by Article Description of the Industrial Property Act]

In addition, there are court decisions that have reached the following conclusions:

“In order to conclude that the content of an invention is knowable, it is hecessary not only for a person
skilled in the art to be able to recognize the technical concept of the invention, but also to be able to

reproduce that recognized technical concept.” [’"Work Machine” Case (Tokyo High Court of Intellectual Property, 2021
(Gyo-Ke) 10137)1

“While it is not necessary for the product to be in a state that allows a person skilled in the art to analyze
it to the extent of being able to completely reproduce it, it is reasonable to interpret that it is required
that, by analyzing the product of the invention using analytical techniques available to a person skilled in

the art, it be possible to determine whether it falls within the scope of the claims.” [’Branut Granules” Case
(Tokyo District Court, 2003 (Wa)19324)]
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Requirements for Public Use Prior Art and Related
Judicial Decisions (US)

Require
ments

Related

judicial

decisio
ns

35 U.S.C. §102 Conditions for patentability;novelty
(a) Novelty;Prior Art — A person shall be entitled to a patent unless -
(1) The claimed invention was patented, described in a printed publication, or in public use, on sale, or otherwise available to
the public before the effective filing date of the claimed invention; or
(2) (omitted)
(b) Exceptions
(1) A disclosure made 1 year or less before the effective filing date of a claimed invention shall not be prior art to the claimed
invention under subsection (a)(1) if -
(A) The disclosure was made by the inventor or joint inventor or by another who obtained the subject matter disclosed
directly or indirectly from the inventor or a joint inventor; or
(B) the subject matter disclosed had, before such disclosure, been publicly disclosed by the inventor or a joint inventor or
another who obtained the subject matter disclosed directly or indirectly from the inventor or a joint inventor.

Public Use

. Egbert v. Lippmann, 104 U.S. 333(1881)
Even if an invention is not visible to the public, allowing others to use it without any confidentiality restrictions may
constitute public use.

Motionless Keyboard v. Microsoft, 486 F.3d 1376(Fed. Cir. 2007)
With regard to the presentation of prototypes to potential investors, the key issue in determining public use is whether
those people had access to the working invention and could use it without any restrictions on confidentiality.

Lough v. Brunswick, 86 F.3d 1113(Fed. Cir. 1996)
Experimental v. Public Use: If a prototype is distributed to others, it is likely to be deemed a public use unless the
inventor exercises control over it, implements confidentiality measures, and the distribution is for testing purposes.

Beachcombers v. WildeWood, 31 F.3d 1154 (Fed. Cir. 1994)
Even if the number of people whom disclosure is made is small, if there is no obligation to maintain confidentiality and
free disclosure or use is permitted, it may constitute public use.

On-Sale Bar

. Pfaff v. Wells Electronics, 525 U.S. 55(1998)
If, prior to the reference date, (1) an offer to sell the invention on a commercial basis has been made, and (2) the
invention is in a state ready for patenting, then the ground for invalidity based on sale applies.

Helsinn Healthcare v. Teva, 586 U.S. 388(2019)
Even if the details of an invention are kept confidential, commercial sales may constitute “sale” under the AIA(America
Invents Act) .
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| Summary of Hypothetical Case 1

Summary of the Case

Company X, a manufacturer that develops films for lithium-ion batteries,
completed the following invention:

Invention 1: A resin film (F100) having a novel composition, used to cover a
core material that is an internal component of a lithium-ion battery.

Company A was considering the possibility of future business dealings with
Company X and requested an evaluation of F100. Accordingly, Company X
entered into a confidentiality agreement that included a provision stating that
Company A would not analyze or evaluate the composition of F100, and then
provided F100 to Company A free of charge. The composition of F100 was
complex, making it impossible for a person skilled in the art to analyze it.

Subsequently, more than one year after the aforementioned provision, Company X
filed a patent application for Invention 1 and the patent was granted.

The hypothetical case is an original case created by the organizer and is not
based on any existing patent application.

12
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Case Study 1-1: Provision of F100 Resin Film
(Provided Free of Charge)
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inl « Providing the F100 free of 1
_l_ charge

« Confidentiality agreement

Company regarding composition, ComAr\)any

X performance, etc.
« In-house evaluation and
analysis are not possible

Does the provision of F100 described above constitute publicly
working in relation to Invention 17
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Case Study 1-2: Provision of F100 Resin Film
I (Provided for a Fee)

. —==T1 |
> |
Providing the F100 provided |'|

__I__ on a paid basis

« Confidentiality agreement
Company regarding composition, Company
X performance, etc. A

In-house evaluation and
analysis are not possible.

Would the conclusion have differed if F100 had
been provided for a fee?
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Case Study 1-3: Provision of F100 Resin Film
I (No Confidentiality Agreement)
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Company INohcom"ldentlall’cy agreement Company
X « In-house evaluation and A

analysis are not possible.

If no confidentiality agreement had been entered into,
would the provision of the F100 to Company A have

constituted publicly working with respect to Invention
1?7
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Case Study 1-4: Provision of F100 Resin Film
I (No Confidentiality Agreement-Provided for a FEE)
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Company
X
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Providing the F100 provided rl
on a paid basis

No confidentiality agreement Company
In-house evaluation and A

analysis are not possible.

Would the conclusion have differed if F100 had been
provided for a fee?
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Case Study 1-5: Provision of F100 Resin Film
I (Possibility of Evaluation and Analysis)

| —
m /am

Nl
nEn
nEn > I
Nl
L - Providing the F100 free of M
. I . charge

N — + No confidentiality agreement

Company » In-house evaluation and analysis Company
X are possible A

If no confidentiality agreement had been entered into and a person skilled in
the art had been able to analyze F100, would your conclusion have differed
depending on the extent to which F100 could be analyzed and the invention
reproduced, as described in scenarios (1) through (3) below?

(1) F100 had been analyzed, but it had not been determined whether it fell
within the scope of the patent claim.

(2) Analysis had revealed that F100 fell within the scope of the patent claim,
but the invention had not been reproduced.

(3) Analysis had revealed that F100 fell within the scope of the patent claim,
and the invention had been reproduced.

22
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Case Study 1-6: Provision of F100 Resin Film
I (Possibility of Evaluation and Analysis-Provided for a Fee)
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nna -  Providing the F100 provided on a |'|
. I u paid basis
- —  + No confidentiality agreement Company
Company « In-house evaluation and analysis A
X are possible.

If F100 had been provided for a fee, no confidentiality agreement had been
entered into and a person skilled in the art had been able to analyze F100, would
your conclusion have differed depending on the extent to which F100 could be
analyzed and the invention reproduced, as described in scenarios (1) through (3)
below?

(1) F100 had been analyzed, but it had not been determined whether it fell within
the scope of the patent claim.

(2) Analysis had revealed that F100 fell within the scope of the patent claim, but
the invention had not been reproduced.

(3) Analysis had revealed that F100 fell within the scope of the patent claim, and 24
the invention had been reproduced.
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The hypothetical case is an original case created by the organizer and is not based on any existing patent
application.
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| Summary of a Hypothetical Case 2

Summary of the Case
Company Y, a manufacturer that develops internal components for lithium-ion batteries, in which a core material is
covered with a film, completed the following invention:

Invention 2: Internal component M contained in a lithium-ion battery, comprising core material C wrapped
with publicly known film P in a special manner.

At an exhibition open to the general public, Company Y displayed a prototype battery containing component M
concerning Invention 2. At the venue, Company Y explained the external appearance and performance of the
prototype battery, provided a verbal explanation of its features, and demonstrated its operation.

However, visitors were not able to directly observe component M, nor were permitted to disassemble or take the
prototype battery home. No drawings, specifications, or other materials were distributed, and photography was
prohibited. The prototype battery was displayed solely for exhibition purposes, and no orders were accepted.
Subsequently, more than one year after the exhibition, Company Y filed a patent application for Invention 2 and the
patent was granted.

Component M

—

Core material C
Film P

Figure: Illustrative cross-sectional configuration of component M

The hypothetical case is an original case created by the organizer and is not based on any existing patent
application.

26
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Case 2-1: Exhibition of a prototype battery containing internal
component (Internal structure is not disclosed)
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Does the exhibition by Company Y at the trade show constitute
publicly working in relation to Invention 27
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Case 2-2: Exhibition of a prototype battery containing internal

component (Includes a diagram of the internal structure and a cross-
sectional model)

Component M

—

Core material C
— + ~—"7 Film P

vid
O00O0 ® -w. ® O00O0
G s RN

i

Would the conclusion have differed if a drawing or cross-sectional
model enabling visitors to understand the internal structure of the
prototype battery, including the special manner in which the film was
wrapped, had been displayed together with the prototype battery?
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Case 2-3: Exhibition of a prototype battery containing internal
I component (Orders accepted)
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Would the conclusion have differed if orders for the battery had been
accepted in conjunction with the exhibition of the prototype battery, but
no battery had been sold before the filing date? Please assume that the
internal structure of component M remained undisclosed to visitors.
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